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Response to Amendment 

The rejection of claims 1, 3-6, 18-20, 23 and 27-30 under 35 U.S.C. 102(e) as being 
anticipated by Al-Akhdar et al (6,777,459) is overcome. 

The rejection of claims 1, 3-6, 18-20, 23 and 26-30 under 35 U.S.C. 102(e) as being 
anticipated by Thurber et al (6,228,133) is overcome. 

Response to Arguments 

Thurber et al teach using magnesium stearates and preferred zinc stearates, however, 
there is no motivation found to select a vinyl polymer having (meth)acrylate terminal groups in 
combination with a photoinitiator and zinc stearate or magnesium stearates from the disclosure 
of Thurber et al. 

New grounds of rejection are set forth herein below. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 



Application/Control Number: 10/561,330 Page 3 

Art Unit: 1796 

international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA 
35 U.S.C. 102(e)). 

Claims 1-6, 15-16, 18-22 and 26-30 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Blum et al (6,780,897, having a 371 filing date of 03-27-2002). Blum et al 
disclose compositions comprising 5-95% solid (meth)acrylate copolymer (A) having at least one 
group with a bond which can be activated with actinic radiation and a solid compound (B) 
having at least two groups with a bond that can be activated by actinic radiation. Copolymer (A) 
can preferably have (meth)acrylate functional groups (column 5, lines 38-62, and column 6, lines 
32-37). Compound (B), such as a polyurethane, is described in column 10, line 45, to column 20, 
line 19. A photo initiator can be bonded to copolymer (A) or to compound (B) or added 
separately (column 13, lines 23-44, and column 21, lines 46-57). Magnesium stearate can be 
added as flatting agent (column 22, line 1). See Preparation Example 2 and Examples 1-11. 
Compositions disclosed by Blum et al containing magnesium stearate anticipate the instant 
claims. 

With respect to claim 2, the (meth)acrylate copolymer can have a dispersity from 1 .0 to 
5.0, thus including copolymers having a dispersity less than 1.8 (column 4, lines 12-18). 

With respect to claims 15-16, Blum teach a polymer-analogous method for preparation of 
(A) wherein -OH groups are reacted with and isocyanate-functional compound (column 8, line 
50, to column 10, line 35). 



Application/Control Number: 10/561,330 Page 4 

Art Unit: 1796 

With respect to claim 18, the disclosed polymers (A) have number-average molecular 
weights from 850 to 10,000 (column 4, lines 13-15). 

With respect to claims 19-22 and 27, photoinitiators and thermal initiators are taught in 
column 21, lines 36-57. 

With respect to claim 26, addition of silica as transparent filler is taught in column 21, 
lines 62-66. 

With respect to claims 28 and 30, the compositions disclosed by Blum et al containing 
magnesium stearates would be expected have improved mold release properties as instantly 
claimed, in the absence of evidence to the contrary. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-22 and 27-30 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Blum et al (6,780,897, having a 371 filing date of 03-27-2002), as applied to claims 1-6, 15-16, 
18-22 and 26-30, in view of Nakagawa et al (6,964,999, having a 371 filing date of 1 1-13-2000 
and a common inventor). The disclosure of Blum et al is discussed herein above. 

Nakagawa et al disclose the vinyl polymer set forth in the instant claims and curable 
composition thereof. The atom transfer method of preparation in the presence of a transition 
metal complex is disclosed and is said to produce a polymer having high terminal functionality 
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and a narrow molecular weight distribution (column 32, lines 1-34). UV or Electron beam 
curable compositions comprising a monomer/oligomer and a photopolymerization initiator are 
taught (column 19, line 35, to column 23, line 20). Addition of a zinc or magnesium stearates is 
not mentioned. 

It would have been obvious to one skilled in the art at the time of the invention to employ 
the acrylic polymer prepared by the method taught by Nakagawa et al as the acrylic polymer in 
the compositions comprising magnesium stearates taught by Blum et al. One skilled in the art at 
the time of the invention would have been motivated by a reasonable expectation of providing a 
useful coating material. 

Claims 1-22 and 27-30 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
EP 1 160 266 Al in view of the Lammerting et al publication "Release Agents" and further in 
view of Nicholl et al (6,235,228, having a filing date of 04-08-1999). 

EP '266 discloses a method for producing a branched polymer by polymerizing a vinyl 
polymer containing one polymerizable carbon-carbon double bond. The macromer is produced 
by living radical polymerization, specifically atom transfer radical polymerization, facilitating 
production of branched polymers with controlled side chain molecular weights. The macromer 
can be polymerized by radiation or heat. See paragraphs [0014] to [0018]. EP '266 teaches using 
a transition metal complex as catalyst of atom transfer radical polymerization. Chain transfer 
agent is taught in paragraph [0039]. EP '266 teaches incorporating a lubricant, such as 
polyethylene wax [0130]. Use as a molding material is taught [0140]. Addition of a 
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photoinitiator and irradiation is taught in Example 7-10. EP '266 does not mention adding a 
metallic soap. 

Lammerting et al teach suitable release agents, or lubricants, to eliminate adhesion 
between surfaces in plastics processing. Metallic soaps are said to have better thermal stability 
and lubricating properties than waxes. 

Nicholl et al disclose a coating powder composition comprising an unsaturated polyester, 
a thermal initiator or photoinitiator and a mold release agent (column 3, line 59, to column 4, line 
18. Metallic soaps of fatty acids, such as zinc stearate, are taught in column 8, lines 41-53. 

It would have been obvious to one skilled in the art at the time of the invention to 
substitute a metallic soap, as suggested by Lammerting et al, for the wax lubricant in the 
compositions disclosed by EP '266. EO '266 provides motivation by teaching addition of a 
lubricant such as polyethylene wax. Lammerting et al provide motivation by teaching that 
metallic soaps have better thermal stability and lubricating properties than waxes. It would 
further have been obvious to one skilled in the art at the time of the invention to employ a 
metallic soap such as zinc stearates, as taught by Nicholl et al, as the metallic soap having better 
thermal stability and lubricating properties than waxes taught by Lammerting et al in the 
compositions disclosed by EP '266. One skilled in the art at the time of the invention would 
have been motivated by a reasonable expectation of improving the thermal stability and 
lubricating properties of the compositions disclosed by EP '266, as taught by Lammerting et al. 

Claim 26 is rejected under 35 U.S.C. 103(a) as being unpatentable over EP 1 160 266 Al 
in view of the Lammerting et al publication "Release Agents" and further in view of Nicholl et 
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al, as applied to claims 1-22 and 27-30, and further in view of JP 2000160026. See the discussion 
of EP '266 and Lammerting et al above. JP '026 discloses moldable composition comprising a 
heat curing resin, a mineral filler including silica powder and a metallic soap as mold lubricant. It 
would have been obvious to one skilled in the art at the time of the invention to include a silica 
mineral filler, as disclosed by J '026, in the analogous molding materials disclosed by EP '266 in 
combination with Lammerting et al and Nicholl et al. One skilled in the art at the time of the 
invention would have been motivated by a reasonable expectation of providing a reinforcing 
filler to provide a suitable molding consistency to the molding compositions taught by EP '266. 



Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to /Susan W. Berman/ whose telephone number is 571 272 1067. 
The examiner can normally be reached on M-F 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on 571 272 1078. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

SB /Susan W Berman/ 

7/14/2009 Primary Examiner 

Art Unit 1796 



